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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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ACKNOWLEDGMENTS 

1 . The Examiner acknowledges receipt of the amendment filed 9/28/06 wherein 
claim 24 is canceled and claim 30 is added. 

Note : Claims 1-23 and 25-30 are pending. 

RESPONSE TO APPLICANTS AMENDMENT/ARGUMENTS 

2. The Applicant's arguments and/or amendment filed 9/28/06 to the rejection of 
claims 1-23 and 25-29 made by the Examiner under 35 (JSC 103 have been fully 
considered and deemed non-persuasive for the reasons set forth below. 

103 Rejection 

The rejection of claims 1-23, 25-29, and newly added claim 30 under 35 USC 103(a) as 
being unpatentable over Wenz (WO 2004/0501 31 ) in view of Constantz et al (US Patent 
No. 6,334,891) and Constantz et al (US Patent No. 6,719,993) is MAINTAINED for 
reasons of record in the office action mailed 6/30/06 and those set forth below. 

Applicant's arguments may be summarized as the instant invention is 
distinguished over the prior art of record because the prior art, unlike the instant 
invention, discloses that the contrast agent is eliminated/leaked out of the calcium 
phosphate compound. 

Applicant's arguments have been considered. However, the arguments are not 
persuasive because both Applicant and the cited prior art are directed to a product, use 
of the product, and method of making the product (a cement) wherein the product 
comprises a setting fluid and dry reactants comprising a calcium source and a 
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phosphate source. Applicant asserts that the primary references, Wenz discloses that 
the water-soluble contrast agent, the iodide compound is leaked out of and eliminated 
from the product. While Applicant's assessment of the prior art may be true, the claims 
do not set forth any conditions to ensure that the water-soluble contrast agent remain 
incorporated in the calcium phosphate compound. Thus, the claims as written do not 
require that the contrast agent remain permanently incorporated. As a result, whether 
the contrast agent of the prior art remains incorporated for 1 hour, 2 days, 4 years, etc. 
is unknown. 

It is respectfully suggested that Applicant submit some type of evidence (i.e., a 
declaration) to the effect that the contrast agent of the prior art remains permanently 
incorporated into the calcium phosphate product and/or amend the claims such that the 
ratio of the setting fluid and the dry reactants result in a product wherein the contrast 
agent remains incorporated (this would be provided that Applicant has evidence (i.e., 
support of the instant disclosure) to such teachings). In other words, it is respectfully 
suggested that Applicant review the instant application and determine what, if any, 
limitations that could be incorporated into the claims to distinguish the claims over the 
cited prior art. Otherwise, it is the Examiner's position that both the prior art and the 
instant invention disclose overlapping inventions. 

Note : It is duly noted that Applicant has added claim 30 which is directed to the 
contrast agent being present in an amount ranging from about 10 to about 35% by 
weight. However, Wenz, page 5, paragraph [0017], discloses that the amount of the 
radiopacity enhancing additive (i.e., contrast agent), depending on the type of the 
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additive and the radiopacity enhancing effect on the hardened calcium containing 
phosphate cement, ranges between at least 0.5 percent to about 25 percent by weight. 
Thus, the range set forth in newly added claim 30 is encompassed by the prior art of 
record. 

COMMENTS/NOTES 

3. Applicant is respectfully requested to replace 'abut' with 'about' in claim 30, line 
2. 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. L. Jones whose telephone number is (571) 272-0617. 
The examiner can normally be reached on Mon.-Fri., 6:45 a.m. - 3:15 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on (571) 272-0616. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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